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On February 20, 2012, the Wsconsin Judicial Council, by
Attorney April Southw ck, filed a petition asking the court to create
Ws. Stat. 88 804.01(7), 805.07(2)(d) and 905.03(5), and to anend
Ws. Stat. 8§ 804.01(2)(c). The proposed anendnents are intended to
resolve wuncertainty in the courts about the effect of certain
di scl osures of communi cations or information protected by the |awer—
client privilege or as work product; specifically those disputes
i nvol ving i nadvertent disclosure and subject matter waiver.

The court scheduled and conducted a public hearing on the
petition on Septenber 19, 2012. At its ensuing open conference, the
court discussed the petition and voted to adopt the petition with the
addition of relevant federal advisory commttee notes.

The Wsconsin Judicial Council filed an anended petition on
Cctober 21, 2012, quoting the actual text of those portions of the

federal advisory conmittee notes and statement of congressional
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intent the Council believes are helpful in understanding the scope
and purposes of the rules.

Wth regard to the applicability of the proposed rules, the
Judicial Council recomended the rules apply to all proceedings
commenced after the effective date of the rule and, insofar as is
just and practicable, in all proceedings pending on the effective
dat e. The court discussed this matter at its open admnistrative
conference on Cctober 31, 2012, and adopted the petition, as anended.

IT IS ORDERED that, effective January 1, 2013, the Wsconsin
Statutes are anmended as fol | ows:

SEcTToNn 1. 804.01 (2) (c) of the statutes is anended to read:

804.01 (2) (c) Trial preparation: materials. 1. Subject to par.
(d) a party may obtain discovery of docunents and tangible things
ot herwi se discoverable under par. (a) and prepared in anticipation of
l[itigation or for trial by or for another party or by or for that
other party’'s representative (including an attorney, consultant,
surety, indemitor, insurer, or agent) only upon a show ng that the
party seeking discovery has substantial need of the materials in the
preparation of the case and that the party seeking discovery is
unabl e wi thout undue hardship to obtain the substantial equival ent of
the materials by other neans. In ordering discovery of such
materials when the required show ng has been nade, the court shal
protect against disclosure of the nental inpressions, conclusions,
opinions, or legal theories of an attorney or other representative of

a party concerning the litigation. This protection is forfeited as

to any material disclosed inadvertently in circunstances in which, if

the material were a |lawer-client communi cation, the disclosure would
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constitute a forfeiture under s. 905.03(5). This protection is

waived as to any nmmterial disclosed by the party or the party's

representative if the disclosure is not inadvertent.

SECTION 2.  The follow ng Judicial Council Note to 804.01 (2) (c)

of the statutes is created to read:
JUDI Cl AL COUNCI L NOTE

Sub. (2) (c) is amended to nake explicit the effect of different
ki nds of disclosures of trial preparation materials. An inadvertent
di sclosure of trial preparation materials is akin to an inadvertent
disclosure of a comunication protected by the |awer-client
privilege. Wether such a disclosure results in a forfeiture of the
protection is determined by the sane standards set forth in Ws.
Stat. § 905.03(5). A disclosure that is other than inadvertent is
treated as a waiver. The distinction between "waiver" and

"forfeiture" is discussed in cases such as State v. Ndina, 2009 W

21, 1928-31, 315 Ws. 2d 653.

SEcTToN 3. 804.01 (7) of the statutes is created to read:

804.01 (7) RECOVERING | NFORVATION | NADVERTENTLY  Di SCLOSED. | f
information inadvertently produced in discovery is subject to a claim
of privilege or of protection as trial preparation material, the
party meking the claim may notify any party that received the
information of the claimand the basis for it. After being notified,
a party nmust pronptly return, sequester, or destroy the specified
information and any copies it has; nust not use or disclose the
information until the claimis resolved; nust take reasonable steps
to retrieve the information if the party disclosed it before being
notified; and may pronptly present the information to the court under
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seal for a determnation of the claim The producing party nust
preserve the information until the claimis resol ved.

SECTION 4. The follow ng Judicial Council Note to 804.01 (7) of
the statutes is created to read:

JUDI CI AL COUNCI L NOTE

Sub. (7) is nodeled on Fed. R GCv. P. 26(b)(5(B), the so-
called "clawback"” provision of the federal rules. The follow ng
Commttee Note of the federal Advisory Conmttee on Cvil Rules
regardi ng the 2006 Anendnments to the Federal Rules of Cvil Procedure
(regarding discovery of electronically stored information) IS
instructive in understanding the scope and purpose of Wsconsin's

ver si on:

The Commttee has repeatedly been advised that the
risk of privilege waiver, and the work necessary to avoid
it, add to the costs and delay of discovery. When the
review is of electronically stored information, the risk of
wai ver, and the tinme and effort required to avoid it, can
i ncrease substantially because of t he vol ume of
electronically stored information and the difficulty in
ensuring that all information to be produced has in fact
been reviewed. Rule 26(b)(5)(A) provides a procedure for a
party that has wthheld information on the basis of
privilege or protection as trial-preparation material to
make the claim so that the requesting party can decide
whet her to contest the claim and the court can resolve the
di sput e. Rul e 26(b)(5)(B) is added to provide a procedure
for a party to assert a claim of privilege or trial-
preparation nmateri al protection after information is
produced in discovery in the action and, if the claimis
contested, permt any party that received the information
to present the matter to the court for resolution.

Rule 26(b)(5)(B) does not address  whet her t he
privilege or protection that is asserted after production
was waived by the production. The courts have devel oped
principl es to determ ne whet her, and under what
ci rcunst ances, waiver results from inadvertent production
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of privileged or protected information. Rul e 26(b)(5)(B)
provides a procedure for presenting and addressing these
i ssues. Rul e 26(b)(5)(B) works in tandem with Rule 26(f),
which is anended to direct the parties to discuss privilege
issues in preparing their discovery plan, and which, wth
anended Rule 16(b), allows the parties to ask the court to
include in an order any agreenents the parties reach
regarding issues of privilege or trial-preparation materi al
protection. Agreenents reached under Rule 26(f)(4) and
orders including such agreenents entered under Rule
16(b)(6) may be considered when a court deternm nes whether
a waiver has occurred. Such agreenents and orders
ordinarily control if they adopt procedures different from
those in Rule 26(b)(5)(B)

A party asserting a claim of privilege or protection
after production nust give notice to the receiving party.
That notice should be in witing unless the circunstances
preclude it. Such circunstances could include the
assertion of the claim during a deposition. The notice
should be as specific as possible in identifying the
information and stating the basis for the claim Because
the receiving party must decide whether to challenge the
claim and may sequester the information and submt it to
the court for a ruling on whether the clained privilege or
protection applies and whether it has been waived, the
notice should be sufficiently detailed so as to enable the
receiving party and the court to understand the basis for
the claim and to determ ne whether waiver has occurred.
Courts wll continue to examne whether a claim of
privilege or protection was nade at a reasonable tinme when
delay is part of the waiver determnation under the
governing | aw

After receiving notice, each party that received the
information nust pronptly return, sequester, or destroy the
information and any «copies it has. The option of
sequestering or destroying the information is included in
part because the receiving party may have incorporated the
information in protected trial-preparation materials. No
receiving party may use or disclose the information pending
resolution of the privilege claim The receiving party may
present to the court the questions whether the information
is privileged or protected as trial-preparation naterial,
and whether the privilege or protection has been waived.
If it does so, it must provide the court with the grounds
for the privilege or protection specified in the producing
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party's notice, and serve all parties. In presenting the
guestion, the party may use the content of the information
only to the extent permtted by the applicable |aw of
privilege, protection for trial-preparation material, and
prof essi onal responsibility.

If a party disclosed the information to nonparties
before receiving notice of a <claim of privilege or

protection as trial-preparation material, it nust take
reasonable steps to retrieve the information and to return
it, sequester it wuntil the claim is resolved, or destroy

it.

Wether the information is returned or not, the
produci ng party nust preserve the information pending the
court's ruling on whether the claim of privilege or of
protection is properly asserted and whether it was waived.
As with clainms nade under Rule 26(b)(5)(A), there may be no
ruling if the other parties do not contest the claim

SECTToN 5. 805.07 (2) (d) of the statutes is created to read:

805.07 (2) (d) If information inadvertently produced in
response to a subpoena is subject to a claim of privilege or of
protection as trial preparation material, the party nmaking the claim
may notify any party that received the information of the claim and
the basis for it. After being notified, a party nust pronptly
return, sequester, or destroy the specified information and any
copies it has; nust not use or disclose the information until the
claim is resolved; nust take reasonable steps to retrieve the
information if the party disclosed it before being notified; and may
pronptly present the information to the court under seal for a
determ nation of the claim The producing party nust preserve the
information until the claimis resol ved.

SECTION 6.  The follow ng Judicial Council Note to 805.07 (2) (d)
of the statutes is created to read:

JUDI CI AL COUNCI L NOTE
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Sub. (2) (d) is nmodeled on Fed. R CGv. P. 45(d)(2)(B), which
was anended in 2007 to adopt the wording of Rule 26(b)(5)(B), the so-
cal l ed "cl awback" provision of the federal rules.

SECTION 7. 905.03 (5) of the statutes is created to read:

905. 03 (5) FORFEI TURE OF PRI VI LEGE. (a) Effect of inadvertent
di scl osure. A disclosure of a communication covered by the
privilege, regardless of where the disclosure occurs, does not
operate as a forfeiture if all of the follow ng apply:

1. The disclosure is inadvertent.

2. The holder of the privilege or protection took reasonable
steps to prevent disclosure.

3. The holder pronptly took reasonable steps to rectify the
error, including, if applicable, following the procedures in s.
804.01(7).

(b) Scope of forfeiture. A disclosure that constitutes a
forfeiture under sub. (a) extends to an undisclosed communication
only if all of the follow ng apply:

1. The disclosure is not inadvertent.

2. The discl osed and undi scl osed conmmuni cati ons concern the sane
subj ect matter.

3. The disclosed and wundisclosed communications ought in
fairness to be consi dered together.

SECTION 8. The follow ng Judicial Council Note to 905.03 (5) of
the statutes is created to read:

JUDI CI AL COUNCI L NOTE

Attorneys and those who work with them owe clients and their

confidences the utnost respect. Preserving confidences is one of the
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profession’s highest duties. Arguably, strict rules about the
consequences of disclosing confidences, even inadvertently, may serve
to pronote greater care in dealing with privileged informtion.
However, precaution cones at a price. In the digital era, when
information is stored, exchanged and produced in considerably greater
volunmes and in different formats than in earlier eras, thorough
preproduction privilege review often can be prohibitively expensive
Most clients seek a bal anced approach.

The various approaches available are discussed in the Advisory

Committee Note and in Harold Sanpson Children's Trust v. Linda Gle

Sanpson 1979 Trust, 2004 W 57, ¢9Y28-32, nn.15-17, 271 Ws. 2d 610.

Sub. (5) represents an "internediate" or "mddle ground” approach,
which is also an approach taken in a majority of jurisdictions.
Clients and lawers are free to negotiate nore stringent precautions
when circunstances warrant.

Sub. (5) is not intended to have the effect of overruling any
holding in Sanpson. Sanpson holds that a l|awer's deliberate
di scl osure, w thout the consent or know edge of the client, does not
wai ve the lawer-client privilege. Nei t her subpart of sub. (5)
alters this rule. Sub. (5)(a) shields certain inadvertent
di scl osures but does not disturb existing |law regarding deliberate
di scl osures. Del i berate disclosures mght cone into play under sub
(5)(b), which provides that, when a disclosure is not inadvertent, a
privilege forfeiture under sub. (5)(a) may extend to undisclosed
communi cations and information as well. However, such an extension

ensues only when fairness warrants. Fai rness does not warrant the
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surrender of additional privileged comrunications and information if
the initial disclosure is neutralized by the Sanpson rul e.

In judging whether the holder of the privilege or protection
t ook reasonable steps to prevent disclosure or to rectify the error
it is appropriate to consider the non-dispositive factors discussed
in the Advisory Commttee Note: (1) the reasonabl eness of precautions
taken, (2) the tine taken to rectify the error, (3) the scope of
di scovery, (4) the extent of disclosure, (5) the nunber of docunents
to be reviewed, (6) the time constraints for production, (7) whether
reliable software tools were wused to screen docunents before
production, (8) whether an efficient records managenent system was in
pl ace before litigation; and (9) any overriding issue of fairness.

Measuring the time taken to rectify an inadvertent disclosure
should comence when the producing party first learns, or, wth
reasonabl e care, should have l|learned that a disclosure of protected
informati on was made, rather than when the docunents were produced.
This standard encourages respect for the privilege without greatly
i ncreasing the cost of protecting the privilege.

In judging the fourth factor, which requires a court to
determne the quantity of inadvertently produced docunents, it 1is
appropriate to consider, anmong other things, the nunber of docunents
produced and the percentage of privileged docunents produced conpared
to the total production.

I n assessi ng whether the software tools used to screen docunents
before production were reliable, it is appropriate, given current
technol ogy, to consider whether the producing party designed a search
that would distinguish privileged docunents from others to be

9
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produced and conducted assurance testing before production through
met hods commonly avail abl e and accepted at the tine of the review and
pr oducti on.

Sub. (5) enploys a distinction drawn lately between the terns

"wai ver" and "forfeiture." See State v. Ndina, 2009 W 21, 1128-31,

315 Ws. 2d 653.

Qut of respect for principles of federalism and comty wth
other jurisdictions, sub. (5) does not conclusively resolve whether
privileged comunications inadvertently disclosed in proceedings in
other jurisdictions may be used in Wsconsin proceedi ngs; nor whether
privileged comrunications inadvertently disclosed in Wsconsin
proceedi ngs may be used in proceedings in other jurisdictions. Sub.
(5) states that it applies "regardless of where the disclosure
occurs," but to the extent that the |aw of another jurisdiction
controls the question, it is not trunped by sub. (5). The prospect
for actual conflicts is mnimzed because sub. (5 is the sane or
simlar to the rule applied in the mgjority of jurisdictions that
have addressed this issue. If conflicts do arise, for exanple,
because a rule dictates that a disclosure in a jurisdiction other
than Wsconsin should be treated as a forfeiture in Wsconsin, or
that a disclosure in Wsconsin should be treated as a forfeiture in a
jurisdiction other than Wsconsin, a court should consider a choice-

of -l aw analysis. See Beloit Liquidating Trust v. Gade, 2004 W 39,

1924-25, 270 Ws. 2d 356.

The | anguage of sub. (5) also differs from the | anguage of Rule
502 in a way that should not be considered naterial. Sub. (5)
applies to a privileged "comunication." Rule 502 applies to a

10
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privileged "comunication or information." The reason for the
difference is that sub. (5) is grafted onto sub. (2), which states
the general rule regarding the |awer-client privilege in ternms of
"comuni cations" between |awers and clients, not "comrunications and
information." Sub. (5) follows suit. This different |anguage is not
intended to alter the scope of the lawer-client privilege or to
provide any less protection against inadvertent disclosure of
privileged information than is provided by Rule 502.

Sub. (5) is nodeled on subsections (a) and (b) of Fed. R Evid.
502. The follow ng excerpts from the Conmttee Note of the federa
Advisory Committee on Evidence Rules (Revised 11/28/2007) and the
Statenent of Congressional Intent regarding Rule 502 are instructive,
t hough not binding, in understanding the scope and purposes of those

portions of Rule 502 that are borrowed here:

This new [federal] rule has two nmj or purposes:

1) It resolves sone |longstanding disputes in the
courts about the effect of certain disclosures of
communi cations or information protected by the attorney-
client privilege or as work product—specifically those
di sputes involving inadvertent disclosure and subject
matter waiver.

2) It responds to the wdespread conplaint that
l[itigation costs necessary to protect against waiver of
attorney-client privilege or wrk product have becone
prohi bitive due to the concern that any disclosure (however

innocent or mnimal) wll operate as a subject matter
wai ver of all protected comunications or information.
This concern is especially troubling in cases involving
el ectronic discovery. See, e.g., Hopson v. Gty of
Baltinmore, 232 F.R D. 228, 244 (D. M. 2005) (electronic
di scovery may enconpass "mllions of docunents” and to

I nsi st upon "record-by-record pre-production privilege
review, on pain of subject matter waiver, would inpose upon

11
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parties costs of production that bear no proportionality to
what is at stake in the litigation").

The rule seeks to provide a predictable, uniform set
of standards wunder which parties can determne the
consequences of a disclosure of a communication or
information covered by the attorney-client privilege or

wor k- product protection. Parties to litigation need to
know, for exanple, that if they exchange privileged
information pursuant to a confidentiality order, the
court's order will be enforceable. Moreover, if a federa

court's confidentiality order is not enforceable in a state
court then the burdensonme costs of privilege review and
retention are unlikely to be reduced.

Subdivision (a). The rule provides that a voluntary
disclosure in a federal proceeding or to a federal office
or agency, if a waiver, generally results in a waiver only
of the conmunication or information disclosed; a subject
matter waiver (of weither privilege or work product) is
reserved for those wunusual situations in which fairness
requires a further disclosure of related, prot ect ed
information, in order to prevent a selective and m sl eadi ng
presentation of evidence to the disadvantage of the
adversary. See, e.g., In re United Mne Wrkers of Anerica

Enpl oyee Benefit Plans Litig., 159 F.R D. 307, 312 (D.D.C.
1994) (waiver of work product |limted to materials actually
di scl osed, because the party did not deliberately disclose
docunents in an attenpt to gain a tactical advantage).
Thus, subject matter waiver is |imted to situations in
which a party intentionally puts protected information into
the Ilitigation in a selective, msleading and wunfair
manner . It follows that an inadvertent disclosure of
protected information can never result in a subject matter
wai ver. See Rule 502(b). The rule rejects the result in
In re Sealed Case, 877 F.2d 976 (D.C. Cr. 1989), which
held that inadvertent disclosure of docunents during
di scovery automatically constituted a subject matt er
wai ver .

The |anguage concerning subject matter waiver—=ought
in fairness"—+s taken from Rule 106, because the animating
principle is the sane. Under both Rules, a party that
makes a selective, msleading presentation that is unfair
to the adversary opens itself to a nore conplete and
accurate presentation.

12
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To assure protection and predictability, the rule
provides that if a disclosure is nade at the federal |evel
the federal rule on subject matter  waiver governs
subsequent state court determ nations on the scope of the
wai ver by that disclosure.

Subdivision (b). Courts are in conflict over whether
an inadvertent disclosure of a conmunication or information
protected as privileged or work product constitutes a
wai ver . A few courts find that a disclosure nust be
intentional to be a waiver. Mst courts find a waiver only
if the disclosing party acted carelessly in disclosing the
communi cation or information and failed to request its
return in a tinely manner. And a few courts hold that any
i nadvertent disclosure of a conmunication or information
protected under the attorney-client privilege or as work
product constitutes a waiver wthout regard to the
protections taken to avoid such a disclosure. See
generally Hopson v. City of Baltinore, 232 F.R D 228 (D
Md. 2005), for a discussion of this case |aw.

The rule opts for the mddle ground: inadvertent
di scl osure of protected communications or information in
connection with a federal proceeding or to a federal office
or agency does not constitute a waiver if the holder took
reasonable steps to prevent disclosure and also pronptly
took reasonable steps to rectify the error. This position
is in accord wwth the majority view on whether inadvertent
di scl osure is a waiver.

Cases such as Lois Sportswear, U S A, Inc. v. Levi
Strauss & Co., 104 F.R D. 103, 105 (S.D. NY. 1985) and
Hartford Fire Ins. Co. v. Garvey, 109 F.R D. 323, 332 (N D
Cal. 1985), set out a multi-factor test for determning
whet her inadvertent disclosure is a waiver. The stated
factors (none of whi ch is di spositive) are t he
reasonabl eness of precautions taken, the tine taken to
rectify the error, the scope of discovery, the extent of
di scl osure and the overriding issue of fairness. The rule
does not explicitly codify that test, because it is really
a set of non-determ native guidelines that vary from case
to case. The rule is flexible enough to accommbdate any of
those listed factors. O her considerations bearing on the
reasonabl eness of a producing party's efforts include the
nunber of docunments to be reviewed and the time constraints
for production. Depending on the circunstances, a party
that uses advanced analytical software applications and
l[inguistic tools in screening for privilege and work

13
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product may be found to have taken "reasonable steps" to
prevent inadvertent disclosure. The inplenmentation of an
efficient system of records nanagenent before litigation
may al so be rel evant.

The rule does not require the producing party to
engage in a post-production review to determ ne whether any
protected comuni cation or information has been produced by
m st ake. But the rule does require the producing party to
follow up on any obvious indications that a protected
conmmuni cati on or i nformation has been pr oduced
i nadvertently.

The rule applies to inadvertent disclosures nmade to a

federal office or agency, including but not limted to an
office or agency that is acting in the course of its
regul atory, investigative or enforcenment authority. The

consequences of waiver, and the concomtant costs of pre-
production privilege review, can be as great wth respect
to disclosures to offices and agencies as they are in
litigation.

STATEMENT OF CONGRESSI ONAL | NTENT REGARDI NG RULE 502 OF THE
FEDERAL RULES OF EVI DENCE

During consideration of this rule in Congress, a
nunber of questions were raised about the scope and
contours of the effect of the proposed rule on current |aw
regar di ng attorney-client privilege and wor k- product
protection. These questions were ultimately answered
satisfactorily, without need to revise the text of the rule
as submtted to Congress by the Judicial Conference.

In general, these questions are answered by keeping in
mnd the limted though inportant purpose and focus of the
rule. The rule addresses only the effect of disclosure
under specified circunstances, of a conmunication that is
otherwise protected by attorney-client privilege, or of
information that is protected by work-product protection,
on whether the disclosure itself operates as a waiver of
the privilege or protection for purposes of admssibility
of evidence in a federal or state judici al or
adm ni strative proceeding. The rule does not alter the
substantive law regarding attorney-client privilege or
wor k- product protection in any other respect, including the
burden on the party invoking the privilege (or protection)
to prove that the particular information (or comrunication)
qualifies for it. And it is not intended to alter the

14
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rules and practices governing use of information outside
this evidentiary context.

Some of t hese guesti ons are addr essed nor e
specifically bel ow, in order to help further avoid
uncertainty in the interpretation and application of the
rul e.

Subdi vi sion (a)—bi scl osure vs. Use

This subdivision does not alter the substantive |aw
regarding when a party's strategic use in litigation of
otherwise privileged information obliges that party to
wai ve the privilege regarding other information concerning
the sane subject matter, so that the information being used
can be fairly considered in context. One situation in
which this issue arises, the assertion as a defense in
patent-infringenment litigation that a party was relying on
advi ce of counsel, is discussed elsewhere in this Note. 1In
this and simlar situations, under subdivision (a)(1l) the
party using an attorney-client communi cation to its
advantage in the litigation has, in so doing, intentionally
wai ved the privilege as to other comrunications concerning
the sanme subject matter, regardless of the circunstances in
which the communication being so used was initially
di scl osed.

Subdi vi si on (b)—Fai rness Consi derations

The standard set forth in this subdivision for
determ ning whether a disclosure operates as a waiver of
the privilege or protection is, as explained elsewhere in
this Note, the mpjority rule in the federal courts. The
majority rule has sinply been distilled here into a
standard designed to be predictable in its application.
This distillation is not intended to foreclose notions of
fairness from continuing to inform application of the
standard in all aspects as appropriate in particular
cases-for exanple, as to whether steps taken to rectify an
erroneous inadvertent disclosure were sufficiently pronpt
under subdivision (b)(3) where the receiving party has
relied on the information discl osed.

IT IS FURTHER ORDERED that the Judicial Council Notes to

12-03
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§ 804.01 (2) (c), 804.01 (7), 805.07 (2) (d), and 905.03 (5)
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are not adopted, but wll be published and nay be consulted for
gui dance in interpreting and applying the rule.

IT IS FURTHER ORDERED that the anendnents adopted pursuant to
this order shall apply to all proceedings comenced after the
effective date of this rule and, insofar as is just and practicabl e,
in all proceedings pending on the effective date.

IT 1S FURTHER ORDERED that notice of this anmendnent of the
W sconsin Statues be given by a single publication of a copy of this
order in the official publications designated in SCR 80.01, including
the official publishers' online databases, by the state bar of
W sconsin, and on the Wsconsin court system s web site.

Dat ed at Madi son, Wsconsin, this 1st day of Novenber, 2012.

BY THE COURT:

Di ane M Frengen
Clerk of Suprenme Court
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